


• What patents are

• Why we have them

• How people get patents

• Why disputes arise that require resolution 
by a jury

Patents



“… to promote 
the progress of 
science and 
useful arts.”
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“Grants to the 
person(s) having title 
to this patent the 
right to exclude 
others from making, 
using, offering for 
sale, or selling the 
invention.”
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20-year period
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DUTY OF CANDOR















• Utility Patent Application

• Design Patent Application

• Plant Patent Application

Types of Patent Applications



Utility Patent Application

• Provisional

• Non-Provisional (a/k/a regular utility)
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Utility Filing Requirements

• Application Data Sheet

• Inventor Oath or Declaration

• Filing Fee

• Written Description and at least one claim 

(Specification)

• Drawings, if needed
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Application Data Sheet

• Form available on www.uspto.gov
• Must include:

– Inventor information
– Correspondence address
– Application information
– Representative information (if applicable)
– Domestic benefit information (“claim to priority”)
– Foreign priority information (if applicable)
– Applicant information (if not the inventor)
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Inventor Oath or Declaration

• Form available on www.uspto.gov
• Must be in writing and signed
• Must contain statements that:

– (1) application was made or was authorized to be 
made by the affiant or declarant; and

– (2) such individual believes himself or herself to 
be the original inventor or an original joint 
inventor of a claimed invention in the application
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Fees

• Fees are charged for filing, searching, examining, 
issuing, appealing, and maintaining patent 
applications and patents 

• Subject to change – check PTO fee schedule
• Cheaper to file electronically
• Fees reduced by 50% for SMALL entity
• Fees reduced by 75% for any MICRO entity:

– Gross income basis
– Institution of higher education basis
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Fees

• Basic filing fee (currently $320 for large entity)
• Search fee (currently $700 – large entity)
• Examination fee (currently $800 – large entity)
• Issue Fee (currently $1200 – large entity)

These fees reduce by 50% for small entity and 75% for 
micro entity.
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Written Description (Specification)

• Requirements for margins, spacing and numbering of 
pages, paragraphs

• Must end with one or more claims
• Claims must be supported by written description
• Can include cross-reference to related applications
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Background

• No specific requirements
• Brief description of the related prior art
• Could describe what others have done and failed to 

do (but keep it brief)
• Helps examiner search for relevant prior art
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Summary

• Overview of nature and substance of invention
• May consider writing Summary to track Claims but in 

sentence-form
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Brief Description of the Drawings

• Only needed if application includes drawings
• May include several views of invention

– Schematic view
– Top view, bottom, side, etc.
– Cross-sectional view
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Detailed Description

• Describe embodiment(s) of invention and method(s) 
of operation when applicable

• Should be specific and describe invention fully
• If drawings are part of application, must include 

reference to drawing numerals
• Can include examples (i.e., lab trial results)
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Claims

• Define boundaries of invention
• Must particularly point out and distinctly claim 

subject matter that applicant regards as invention 
• Terms and phrases used in claims must find clear 

support in written description so that meaning of the 
terms/phrases can be understood by examiner and 
public
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Abstract 

• Separate page after the claims
• One paragraph
• 150 words or less

58



Drawings

• Highly recommended
• Actual size/scale NOT required or recommended
• Must show every feature of invention in claims
• Check PTO rules for size and type of paper, margins, 

font size, etc.
• Generally should be in black and white
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Design Patent Application

• Cannot file a design application as provisional
• Must include title, one claim, one or more drawings, 

and a brief description of the drawings
• No reference characters are included in drawings and 

should clearly depict the appearance, since the 
drawing defines the scope of patent protection
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Application Notes

• Receive immediate acknowledgment of filing if filed 
electronically – filing date and application number

• Must convert provisional to non-provisional 
application within 12 months; otherwise cannot claim 
priority to provisional filing date

• Consider whether foreign filing desired – must file 
within 12 months of original filing date
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Office Action

• Communication from patent examiner evaluating 
patentability of invention

• May include one or more rejections with references 
(patents/publications) believed to pre-date invention

• Respond within 3 months to avoid extension of time 
fees (have up to 6 months to respond)

62



Response to Office Action

• Should be brief and specifically respond to 
objections/rejections

• Claim amendments must be supported by original 
specification
–Must include claim identifiers (i.e., currently 

amended, original, withdrawn, canceled)
–Use underlining to show additions/strikethroughs to 

show deletions
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Notice of Allowance and Issue Fee

• Identifies what claims have been allowed, amount of 
issue fee, when issue fee must be paid, and any 
reasons for allowance

• Must pay issue fee by deadline or else patent 
application will go abandoned

64



Maintenance Fees

• Due 3.5, 7.5 and 11.5 years after grant of patent
• Fees increase at each deadline
• Small entity and micro-entity discounts available
• Payable online
• Must pay or else patent will go abandoned
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Patent Process Pointers

1. Filing a Provisional Patent Application Does
Not Mean You Have a Patent
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Patent Process Pointers

1. Filing of a Provisional Patent Application
Does Not Mean You Have a Patent

2. Requirement to File Non-Provisional
Application Within 1 Year to Retain Benefit
of Provisional Application

3. Ensuring Sufficiency of Description
4. Importance of Patent Claims
5. Relevance/Emphasis of Prior Art
6. On-Sale Bar



Patent Pro Bono Assistance
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www.talarts.org/inventors
patent@talarts.org

512.459.8252

mailto:patent@talarts.org
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